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On Septenber 11, 1998, L. Werner, Inc. (petitioner)
filed a petition to cancel Registration No. 1,793,002
owned by respondent, Heal thcare Retirenment Corporation of
America, a.k.a. Healthcare and Retirenent Corporation for

the mark HCR (stylized) shown bel ow
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The registration® is for “educational services;
nanel y, conducting classes, sem nars, and workshops for
health care training” in International Class 41 and
“health care; physical and occupational rehabilitation
transitional health care; nursing honme care” in
| nternational Class 42.

Petitioner seeks to cancel respondent’s registration
on the ground that there is a |ikelihood of confusion
with its comon |aw mark HCR that it alleges it has
continuously used with health care services. Respondent
deni ed the salient allegations of the petition to cancel.

The Record

The record consists of the file of the involved
registration; the trial testinony deposition, wth
acconmpanyi ng exhibits, of petitioner’s founder, Louise
Wberner; the trial testinony deposition, with

acconmpanyi ng exhibits, of R Jeffrey Bixler, respondent’s

! The registration issued Septenber 14, 1993, and it is based on
an application filed Cctober 9, 1992. The registration contains
an allegation of a date of first use and a date of first use in
conmer ce of Decenber 3, 1984.
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general counsel and secretary; and respondent’s three
notices of reliance.? Both parties have filed
briefs. An oral hearing was held on June 17, 2003.
Facts

As discussed below, the critical period in this
proceedi ng concerns the use of the term HCR by the
parties in 1981. On February 19, 1981, the Board of
Directors of respondent, which was originally known as
Wl fe Industries, Inc., voted to change the nanme of the
corporation to “Health Care and Retirenment Corporation of
America (‘HCR )” subject to the approval of sharehol ders.
Bi xl er dep. at 9-10 and Ex. 5 at 3. Respondent all eges
that it has continuously provided health care services
since the inception of HCR in 1981. Bixler dep. at 14.

In 1978, petitioner’s predecessor, HoneCall of
Rochester, Inc., was incorporated “to performthe
following functions: vyard work, shopping,
transportation, neal planning and preparation,
conpani onshi p, housecl eani ng, |aundry, and any ot her
simlar non-nmedical services. The corporation will not
practice the profession of nursing.” Werner dep., EXx.
1. However, by Novenber 12, 1981, HoneCall of Rochester,

I nc. changed its name to L. Wberner, Inc. and the

2 There are numerous evidentiary objections to the evidence that
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certificate of incorporation indicated that the
corporation would “not practice the profession of nursing
but will provide licensed nurses to care for clients in
their home.” Werner dep., Ex. 3. On April 12, 1982, a
paper entitled “Witten Consent of the Sole Director of
L. Wberner, Inc.” approved “the use by the Corporation of
the assuned name ‘HCR in the conduct of its business
activities.” Wberner dep., Exhibit 5. Petitioner’s
financial report indicates that in 1981, petitioner
received $163,379 in revenues from “personal care
services.” Werner dep., Exhibit 12.

Both petitioner and respondent now use the mark HCR
on various health care related services. See Werner
dep. Exhibit 55 (August 1984 advertisenment for HCR s
personal care, hone health, and skilled nursing services)
and Exhibit 48 (1997 booklet listing fees for |licensed
practical nurses and registered nurses); Bixler dep. at
16.

Evi denti ary Questi ons

Petiti oner has made nunmerous evidentiary objections
to respondent’s evidence. Petitioner objects to
respondent’ s subm ssion of a non-status and title copy of

its expired registration with a notice of reliance.

wi |l be discussed subsequently.
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Exhibit B. W agree that respondent has not followed the
proper procedure for introducing a copy of an expired
registration it owned by notice of reliance so we wl|

not consider this evidence. TBMP 8§ 704.03(b)(1) (2d ed.
June 2003). However, petitioner’s objection to docunents
(Exhibit 1) fromrespondent’s expired registration is
overrul ed i nasnuch as respondent has properly introduced
t he docunents by notice of reliance. 1d. ("If a party
owns a registration which is not the subject of the
proceedi ng and wi shes to make of record the registration
file history (rather than just the certificate of
registration), or a portion thereof, it my do so by 1)
filing, during its testinmony period, a copy of the file
hi story, or the portion it wishes to introduce, together
with a notice of reliance thereon as an official record
pursuant to 37 CFR 8§ 2.122(e)..”). Petitioner has al so
obj ected to respondent’s subm ssion of a declaration with
an attached franchi se agreenment by notice of reliance. A
decl aration or affidavit in lieu of a deposition can be
submtted in an inter partes proceeding if the parties
stipulate to its adm ssibility. TBMP 8§ 705 (Parties may
stipulate that the “testinony of a witness my be
submtted in the formof an affidavit by the wi tness”).

However, there is no stipulation in this case and,
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therefore, the declaration and franchi se agreenent may
not be properly submtted by a notice of reliance. 37
CFR 8§ 2.122(e); TBMP 704.02. Therefore, we will not
consi der Exhibit H.

We overrule petitioner’s objection to the exhibits 1
and 3 through 11 in the deposition of M. Bixler on the
ground that respondent did not lay a proper foundation.?
Bi xl er’s testinony indicates that he was a corporate
officer with responsibility for maintaining all the
corporation’s books and records (Bixler dep. at 4-5), and
respondent laid a proper foundation for these records.
Petitioner’s objection to Bixler Exhibit 1, a TESS
printout of respondent’s registration, is overruled.

This exhibit is sinply a printout of the registration
that petitioner seeks to cancel. The information in this
registration is already of record in the proceeding
automatically. 37 CFR § 2.122(b) (“The file of each
application or registration specified in ...each

regi stration against which a petition or counterclaimfor

3 Exhibits 9, 10, and 11 include three corporate annual reports.
Respondent’s counsel inquired of the witness if the witness was
aware of any inaccurate statenents in these annual reports.
Bi xl er dep. at 24, 25, and 26. While the witness answered that
he was not aware of any inaccuracies, the witness did not adopt
the statenents in the annual reports as his testinony.

Therefore, the docunent cannot be used to prove the truth of the
matter asserted in it. Accord Berring v. Jacob, 595 S.W2d 412,
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cancellation is filed forns part of the record of the
proceedi ng wi t hout any action by the parties and
reference may be nade to the file for any rel evant and
conpetent purpose”). Petitioner’s objection to
respondent’s Exhibit 7, another copy of respondent’s
expired registration, is overruled. Respondent’s w tness
sinply referred to the services in the registration to
identify the services on which respondent was using the
mar k. Respondent is not relying on this registration to
prove ownership of a Federal registration. TBM

8§ 704.03(b)(1)(A). We sustain the objection to exhibit

2, which is another copy of the franchi se agreenent

bet ween HoneCall, Inc. and HonmeCall of Rochester, Inc.
Respondent has not laid a proper foundation for the

adm ssibility of this agreement. Also, we overrule
petitioner’s objection to respondent’s docunents on the
ground that respondent has not introduced the originals
because there is no issue of authenticity or unfairness.
See Fed. R Evid. 1003 (A “duplicate is adm ssible to the
sanme extent as the original”); Advisory Commttee Note
(“Therefore, if no genuine issue exists as to
authenticity and no other reason exists for requiring the

original, a duplicate is adm ssible under the rule”).

413 (Mo. App. 1980) (“If the statements read are agreed to, they
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Finally, we overrule petitioner’s objection that
respondent did not provide copies to petitioner and a
sim lar objection by respondent that petitioner did not
serve a copy of its exhibits on respondent. The evidence
to support these objections is inconclusive.

| nt roducti on

Petitioner, by alleging use of the sane letters on
the sanme or simlar services, has standing because it has
asserted a claimof |ikelihood of confusion "which is not

wholly without nmerit.” Lipton Industries, Inc. v.

Ral ston Purina Co., 670 F.2d 1024, 213 USPQ 185, 188

(CCPA 1982). Also, there is no evidence that
petitioner’s mark is not inherently distinctive, so we
turn to the key issues in the case, priority and
i kel i hood of confusion.
Priority

We now exam ne the evidence to determ ne who has
priority of use of the mark. The difficulty of
determning priority is conmpounded in this case by the
length of the time that has el apsed since the allegations
of use and the paucity of evidence that was submtted
fromthat period. Respondent’s registration issued as a

result of an application filed on October 9, 1992. The

becone evi dence because the wi tness adopts themas his own”).
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registration alleges a date of first use and a date of
first use in commerce of Decenmber 3, 1984. Respondent
now seeks to prove an earlier date of first use.
Respondent nust prove this earlier date of first use by

cl ear and convi nci ng evidence. Martahus v. Video

Duplication Services Inc., 3 F.3d 417, 27 USPQ2d 1846,

1852 n.7 (Fed. Cir. 1993) (“VCDS alleges use prior to the
date that it apparently listed in its registration
application as its date of first use, i.e., prior to My
of 1985, and therefore VCDS has the burden of
establishing that use by clear and convincing evidence

i nstead of mere preponderance of the evidence”); Hydro-

Dynami ¢cs Inc. v. George Putnam & Conpany Inc., 811 F.2d

1470, 1 USPQ2d 1772, 1773 (Fed. Cir. 1987) (“ Where an
applicant seeks to prove a date earlier than the date
alleged in its application, a heavier burden has been
i nposed on the applicant than the common | aw burden of
preponderance of the evidence”).

Respondent alleges that “[s]ince May 7, 1981,
Regi strant HCR has continuously used its HCR mark in
connection with the services identified in the
registration at issue.” Respondent’s Brief at 4. As
support for this date of first use, respondent refers to

the testinony of its witness, a copy of its expired
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registration, and its Annual Reports for the years 1981,
1982, and 1983. Respondent’s Brief at 18. In addition
to the testinony, the follow ng evidence provides sone
support for respondent’s position that it began using the
mark in 1981: (1) A March 13, 1981 notice of a special
meeting of sharehol ders on March 27, 1981, to consider a
proposal “to create the ‘Health Care and Retirenment
Corporation of America’ (‘HCR ) out of the present Wlfe
Conpani es” (Bixler Exhibit 4); (2) Mnutes of a February
19, 1981 Board of Directors neeting that resol ved that
“subject to the approval of sharehol ders the Anended
Articles of Incorporation of the Corporation are hereby
anended to change the nane of the Corporation form Wl fe
| ndustries, Inc. to Health Care and Retirenment
Corporation of America (‘HCR )” (Bixler Exhibit 5); a
Lima News article dated April 20, 1981 that describes the
Wol fe I ndustries reorgani zation and notes that “HCR w ||
handl e desi gn and construction work, financing and

| easi ng services and total managenent services for the
health care and retirenent industries” (Bixler Exhibit

8) . *

“ Wil e the newspaper article does not prove the truth of the
matter asserted in the article, it does indicate that respondent
was known as HCR in 1981.

10
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VWil e the 1981 Annual Report shows the mark HCR on
the cover, it obviously was prepared after 1981 because
it is a report prepared after the year had concluded. It
is dated April 23, 1982. Respondent’s |ater annual
reports for 1982 and 1983 are not probative of
respondent’s use of the mark in 1981. Respondent’s
newspaper article is dated April 20, 1981, which
obvi ously precedes respondent’s asserted date of first
use of May 7, 1981. Respondent’s Brief at 4. The
newspaper article uses the future tense and it does not
establi sh when respondent used the mark in the future.
Even the services referred to in the article are not
clearly identified (“total managenment services for the
health care and retirenment industry”).

Respondent has al so i ncluded a database printout of
its expired registration, which is not evidence of the
all egations in the docunent. TBMP 8§ 704.03(b)(1) (An
expired registration “is not evidence of anything except

that the registration issued”).®> The w tness al so

° The Federal Circuit has held that “where there is additional
evidence relating to actual use, such a [regulatory] |icense
becones quite probative in that it further corroborates the

ot her evidence. The sane applies to a state registration.”
West Fl ori da Seaf ood, 31 USPQ2d at 1127. Even if we consider
the information about the expired registration to be of record,
we note that the mark in that registrati on HCR HEALTH CARE AND
RETI REMENT CORPORATI ON OF AMERI CA and design is significantly
different fromthe mark in this case, HCR (stylized). See Van

11
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testified that respondent was using its mark at that time
in a slightly different formwth a design and its
corporate nanme (Health Care and Retirenment Corporation of
America”). See Bixler dep. at 14 and Exhibit 6 (Q Does
HCR use the mark as shown in Exhibit 6 today? A. No).
Finally, the witness testified that the corporation was
listed on the NASDAQ stock exchange with the symbol
HCRX, “in the early 1980's.” Bixler dep. at 27 (The
witness al so explained that the “X’ was used because
“NASDAQ required four letters in the stock synmbol”).°
Thi s evidence does not establish that respondent began
using the mark for the identified services on May 7,
1981. '

“[Oral testinony, if sufficiently probative, is

normal |y satisfactory to establish priority of use in a

Dyne-Crotty, Inc. v. Wear-Q@iard Corp., 926 F.2d 1156, 17 USPQd
1866, 1869 (Fed. Cir. 1991) (“‘CLOTHES THAT WORK and ‘ CLOTHES
THAT WORK. FOR THE WORK YOQU DO are not |egal equivalents”).

® Respondent’s 1981 Annual Report (p. 24) reports that
respondent’s stock “has been publicly traded since Decenber 10,
1981 on the over-the-counter market and is quoted on NASDAQ
under the synbol HCRX. "~

" Respondent’s ot her evidence consists of a certificate of

i ncorporation for petitioner; petitioner’s answers to
interrogatories; a copy of a registration for the mark HOVECALL
handwitten notes; pages froma phone directory; and mnutes of
a neeting fromHeartland Health Care Conpany’ s Board of
Directors neeting in which there is a discussion about formng a
new conpany called Health Care and Retirenment Corporation of
Aneri ca.

12
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trademar k proceeding.” Powermatics, Inc. v. d obe

Roof i ng
Products Co., 341 F.2d 127, 144 USPQ 430, 432 (CCPA

1965) .

Such testinmony should “not be characterized by
contradi ctions, inconsistencies and indefiniteness but
should carry with it conviction of its accuracy and

applicability.” B.R Baker Co. v. Lebow Bros., 150 F. 2d

580, 66 USPQ 232, 236 (CCPA 1945). In this case,
respondent’s witness apparently did not have personal
knowl edge of the corporation’s use of the mark in 1981.8
Bi xl er dep. at 38 (Wtness not enployed by respondent at
the time Exhibit 9, the 1981 Annual Report, prepared).
The evi dence of respondent’s use of the mark in 1981 is
nebul ous, and its witness’'s testinony is only sonmewhat

probative. National Blank Book Co. v. Leather Crafted

Products, 218 USPQ 827, 828 (TTAB 1983) (“It was

i ncunmbent upon opposer in attenpting to prove the date of
first use of 1968 either to have a witness testify from
personal know edge that the mark ‘ESP’ was in use as of

1968 or, if no such person was still enployed by opposer,

8 Apparently, M. Bixler joined respondent in 1984. Bixler dep.
at 18 (“Since '84, | have personal know edge of ...these services
by HCR").

13
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to prove the date of first use by authenticating business
records”).

However, we are not unm ndful of the Federal
Circuit’s adnonition that we nmust not view the individual
items in the evidence standing alone, but rather as a
whol e when we are determ ning priority.

The TTAB concl uded that each piece of evidence
individually failed to establish prior use.
However, whether a particular piece of evidence by
itself establishes prior use is not necessarily

di spositive as to whether a party has established
prior use by a preponderance. Rather, one should
| ook at the evidence as a whole, as if each piece
were part of a puzzle which, when fitted together,
establishes prior use. The TTAB failed to
appreciate this. Instead, the TTAB di ssected the
evidence to the point it refused to recognize, or at
| east it overl ooked, the clear interrelationships
exi sting between the several pieces of evidence
subm tted.

West Florida Seafood Inc. v. Jet Restaurants Inc., 31

F.3d 1122, 31 USPQ2d 1660, 1663 (Fed. Cir. 1994).

We do view respondent’s Annual Report for 1981 as a
form of advertising that shows that the mark HCR in
identical or nearly identical stylization was used in
association with respondent’s nursing hone care services
by April of 1982. It also corroborates the w tness
testinmony concerning the use of its mark at | east by
April of 1982. However, we are not convinced by clear

and convi nci ng evidence that respondent began using its

14
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mark on the services in the registration on May 7, 1981.°
Because of the |l ack of definiteness of the date when use
first began, we must assune that respondent did not begin
using the mark on its identified services any earlier
than the end of April 1982.

Petitioner, on the other hand, does not allege
ownership of a registration; rather it relies on its
common law rights in the termHCR.  In that case, “the
deci sion as
to priority is made in accordance with the preponderance

of the evidence.” Hydro-Dynam cs, 1 USPQ2d at 1773.

Petitioner’s evidence of priority of use is also |ess

t han overwhel m ng, but it shows that petitioner was
actually using the termHCR in 1981. Like respondent,
petitioner

began its busi ness operations under a different nane.
Petitioner started business operations as HoneCall of
Rochester, Inc. in May or June of 1978. Werner dep. at
11. Petitioner’s founder testified that because its

original name resulted in people m stakenly assum ng that

® Wiile “[p]rior use of a termin advertising, as a tradenane,
as a style or nodel designation, or in a purely descriptive
sense may be sufficient to prevent a later user from obtaining
federal registration of that term ..[t]his kind of priority,
however, is purely defensive.” 2 MCarthy on Tradenmarks and
Unfair Conpetition (4'" ed. 2003), § 16.22. Cbviously, we are

15
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t he conpany was an escort service, the enpl oyees began to
refer to the conpany as HCR. Wberner dep. at 11-12.

Evi dence of the use of the term HCR during the period
1978 to 1981 includes the following. Exhibit 2 is a duck
figurine wearing a uniformwith the letters HCR on it.
The witness testified that the duck was made by the
witness’'s son as a class project, that the | ogo on the
duck’s uniformwas first used in 1979, and that
petitioner’s enployees were required to “wear these
uniformshirts when they delivered HCR services.”

Woer ner dep. at 17-18. Petitioner’s Exhibit 9
denonstrates that it was using the term HCR, Inc. on

| etterhead stationery on October 5, 1981. Petitioner

al so submtted three in-house docunents show ng use of
the term HCR, Inc. Exhibit 73 is entitled “In-Service
Training Log” for an enployee with entries dating from
April 24, 1980, through Septenber 23, 1985. Exhibit 74
is entitled “Enpl oyee Check-List” with entries dating
from October 25, 1979. Exhibit 75 is entitled

“Term nation/ Reactivation Log” for an enployee. It
contains one entry under “date of enploynent” consisting
of the notation “January 12, 1980.” The |etterhead on

t hese exhibits is shown bel ow.

not called upon to determne in this case whether respondent

16
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B CR' 'in‘c.

;r'ocheSr'en NY

Based on these exhibits and the testinony of petitioner’s
witness, it is clear that petitioner has used the letters
HCR at | east as part of a trade nane even prior to the
earliest date (May 5, 1981) all eged by respondent.

While we find that petitioner used the |letters HCR
first, we now nust determ ne on what services the parties
used their respective trade nanes or trademarks. For
respondent, its witness testified that it was using the
mark on “health care; physical and occupati onal
rehabilitation; transitional health care; nursing home
care” and “educational services; nanely, conducting
cl asses, sem nars, and wor kshops for health care

training.” Bixler dep. at 12-13. Petitioner asserts

has, or can establish, that it has prior trade nanme use.

17
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that is has used the trade name HCR “in association with
its provision of home health care services and its
training and consulting services, including seninars and
wor kshops, since 1978.” Petitioner’s Brief at 27.
Respondent argues that petitioner “did not deliver health
care services until 1988.” Respondent’s Brief at 13.
Respondent relies on the fact that petitioner’s
certificate of incorporation identified petitioner’s

pur pose as: “To provide personnel to performthe
follow ng functions: yard work, shopping,
transportation, meal planning and preparation,

conpani onshi p, housecl eani ng, |aundry, and other simlar
non- medi cal services. The corporation will not practice
the profession of nmedicine or nursing.” Respondent’s
Brief at 13 (enphasis omtted); Petitioner’s Exhibit 1.
Respondent notes that it was not until 1988 that
petitioner’s certificate of incorporation was anmended to
i nclude these health care services.

VWil e petitioner’s evidence does not establish that
it was providing health care services in 1981 and early
1982, it is clear that petitioner was using HCR as a
trade nanme for services related to assisting patients and
the elderly in 1981. Petitioner’s “In-Service Training

Log” contains the notation “Inservice” in 1980. The

18
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enpl oyee newsletters indicate that “inservice” included
wr appi ng Christmas presents and listening to a |ocal
congressman speak. Wberner Exhibit 57, p. 2 (“[We are
hol ding an inservice here at the office to help wap
gifts which will be put in the Christmas stockings for
our clients. This will count in your record as having
attended an inservice”) and Exhibit 56 (“We are planning
our Christmas in-service for Decenber 18, 1981 ...As in

t he past you are invited to bring a guest ...CQur
Congressman, Barber Conable, ...plans to speak to us
briefly about what home care neans to ol der Anericans”).
It is not clear what other training was offered in 1981.
The exhibits with dates prior to 1982 (Nos. 73-75) appear
to be in-house docunents. |In addition, we have
considered petitioner’s Exhibits 9 (a letter to
petitioner’s accountant) and Exhibit 10 (a letter to the
Smal | Busi ness Admi nistration with an attached busi ness
pl an). Neither exhibit gives any insight into the nature

of petitioner’s services.®

10 petitioner’s Exhibit 59 was an unsigned letter with a sinilar
| etterhead frompetitioner’s associ ate manager to Hel en Muni er
containing mnutes froman advisory conmttee neeting with
witten notes. Apparently the copy of the letter was obtained
froma third party. See Werner dep. at 146-47.

19
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Petitioner’s witness described its services in the
sunmmer of 1978 as an “array of honme econonm c services
that famly menbers used to do when they were at honme to
do thent and a “whole variety of things but not nedical
services, not treatnments but care, not cure.” Wberner
dep. at 12-13. \While petitioner had one enpl oyee who was
a nurse, the witness adnmtted that petitioner provided
“no hands-on care and treatnment services.” Werner dep.
at 13. Her duties were described as doing “assessnents
to develop plans of care. She did self-care teaching,
she did training for our aides ..We saw ourselves as
i mprovi ng people’s functional
status, not really an illness care nodel but hel ping
people to live better than they m ght otherwi se. So she
was the technical expert.” Wberner dep. at 14.

Based on the evidence, we nust conclude that prior
to May of 1982, petitioner’s hone health aide services
were likely simlar to the functions identified inits
certificate of incorporation namely “yard work, shopping,
transportation, neal planning and preparation,
conpani onshi p, housecl eani ng, |aundry, and other simlar
non- medi cal services.” Petitioner’s Exhibit 1. While
t hese services are not nursing home services or

transitional health care services, these services were

20
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directed to elderly people and people with health care
problens. Petitioner also submtted evidence that in
1981, it anended its certificate of incorporation to
provi de nursing services. However, it is not clear when
petitioner began to provide these nursing or health care
services and we cannot conclude that petitioner was
provi di ng these services under the HCR trade name or
trademark prior to respondent. On the other hand,
regardi ng respondent, we conclude that, at |east by the
April of 1982, it was providing health care services
under the HCR mark. Viewed in its entirety, petitioner’s
evidence indicates that it was providing non-nedical honme
health aide services to the elderly or people with health
probl ems. Some of these services woul d undoubtedly be
simlar to services provided in a nursing hone.

Therefore, we conclude that petitioner has established
priority of use of the term HCR in connection with home
heal th aide and sim | ar non-nedical services.

Li kel i hood of Confusion

We now consi der whether the marks as used on the
services are confusingly simlar in view of the factors

set out inln re Majestic Distilling Co., 315 F.3d 1311,

65 USPQ2d 1201, 1203 (Fed. Cir. 2003). See also In re E.

|. du Pont de Nenoburs & Co., 476 F.2d 1357, 177 USPQ 563,

21
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567 (CCPA 1973); and Recot, Inc. v. Becton, 214 F.3d

1322, 54 USPQ2d 1894, 1896 (Fed. Cir. 2000). In

consi dering the evidence of record on these factors, we
nmust keep in mnd that “[t]he fundanmental inquiry
mandated by 8§ 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods

and differences in the marks.” Federated Foods, Inc. v.

Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29

(CCPA 1976) .

Regardi ng the marks, we hold that they are for the
identical letters HCR. The stylizations in respondent’s
registered mark and in petitioner’s displays of its marks
are mnimal. Therefore, we conclude that petitioner’s
and respondent’s marks are virtually identical.

The next question concerns the rel atedness of the
services in connection with which the parties use their
respective marks. We have al ready concl uded t hat
petitioner has only submtted evidence that would | ead us
to conclude that its services in 1981, which are
identified as home health aide services, involved doing
yard wor k, shopping, transportation, neal planning and
preparation, conpanionship, housecl eaning, |aundry, and
ot her simlar non-nedical services for others.

Respondent’s services were educational services; nanely,

22
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conducting cl asses, sem nars, and workshops for health
care training and health care; physical and occupati onal
rehabilitation; transitional health care; and nursing
home care.

Whi |l e these services are not identical, we conclude
that patients receiving health care services or
contenpl ating nursing hone care services nay also be in
need of housecl eaning, laundry and other simlar non-
medi cal services. \Wien virtually identical marks are
used on these services, prospective purchasers are |ikely
to believe that the services originate or are associ at ed
with the same source. Therefore, respondent’s and
petitioner’s services are rel ated.

Here, even though petitioner enployed a nurse, it
did so to inprove the delivery of petitioner’s hone
health aide services. Providing health care training,
rehabilitation, health care and nursing home care
services is significantly different than providing a high
school graduate to cook, clean, and shop for an
i ndi vidual. Werner dep. at 152 (Petitioner’s w tness
refers to its services as “hone health aide services”).
VWi le we hold that petitioner’s home health aide services

are related to registrant’s health care services, we do
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not find that, in early 1982, these services included the
same type of services that were provided by respondent.'
Laches

Respondent al so argues that the petition to cancel
shoul d be deni ed because of |aches inasnmuch as
“petitioner waited ten years to chall enge Registrant[’s]
HCR[] mark.” Respondent’s Brief at 20. \While petitioner
may have known
about respondent for ten years, “laches, with respect to
protesting the issuance of the registration for the mark,
could not possibly start to run prior to when ...[the]
application for registration was published for
opposition.”

Nati onal Cabl e Tel evision Ass'n, Inc. v. Anerican C nemn

Editors, Inc., 937 F.2d 1572, 19 USPQ2d 1424, 1432 (Fed.

Cir. 1991. Inasnmuch as respondent’s registration was
publ i shed for opposition on June 22, 1993, and the

petition

1 We have not considered petitioner’s testinony that severa
phone calls to petitioner were actually intended for respondent
or that callers thought that respondent’s |listing on the New
York Stock Exchange with the synbol HCR was a reference to
petitioner. These inquiries all appear to have occurred after
petitioner and respondent were both using the mark HCR on health
care services. There is little doubt that if the parties are
using virtually identical marks on the same services, there
woul d be a likelihood of confusion.
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for cancellation was filed on Septenber 11, 1998, the
appl i cabl e period for considering |aches is approximtely
five years.!?

“To prevail on its affirmative defense [of |aches,
respondent] was required to establish that there was
undue or unreasonable delay by [petitioner] in asserting
its rights, and prejudice to [respondent] resulting from

the delay.” Bridgestone/Firestone Research Inc. v.

Aut omobile Club de |' Quest de |a France, 245 F.3d 1359,

58 USP2d 1460, 1462 (Fed. Cir. 2001). Petitioner waited
approximately five years prior to bringing this petition
to cancel. We have held that a five-year period w thout
a significant explanation is an unreasonably | ong period
to wait prior to

filing a petition to cancel. Turner v. Hops Gill & Bar

Inc., 52 USPQd 1310, 1312 (TTAB 1999) (“It is noted that
the only reason petitioner presented for his delay is his
| ack of actual know edge. Because actual know edge is
not

the appropriate nmeasure, and the length of the delay is

12 Wil e respondent argues that “Petitioner knew of Registrant’s
HCR s use and registration of its ‘HCR mark” (Respondent’s
Brief at 20) that registration was for a different mark, HCR
HEALTH CARE AND RETI REMENT CORPORATI ON OF AMVERI CA and desi gn,
and it was cancelled on June 2, 1989. It is not clear how

| aches could apply to a party’s know edge of a registration of a
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clearly substantial, petitioner's delay in objecting to
respondent’'s registration is unreasonable”). Wile
petitioner indicates that recent incidents of alleged
actual

confusi on may have pronpted the filing of the petition to
cancel (Wberner dep. at 179-180), waiting to see if there
is actual confusion does justify a long delay in filing a
petition to cancel. We note that petitioner does not
allege it was wi thout actual know edge of respondent’s
mar k. Second, respondent has indicated that it spends
mllions of dollars advertising its services. Bixler

dep. at 30. Certainly, by delaying the filing of the
petition to cancel, respondent has been prejudiced to the
extent that it has expended mllions of dollars
continuing to promote and devel op a mark that petitioner

was planning to petition to cancel. See Lincoln Logs

Ltd. v. Lincoln Pre-Cut Log Hones, Inc., 971 F.2d 732, 23

UsP@2d 1701, 1704 (Fed. Cir. 1992) (“Opposer's right to
prevail in this proceeding arises fromthe particul ar
provi sions of the Lanham Act that are designed to
encourage registration of marks. Opposer took advant age
of those provisions. Applicant did not. Applicant, as

prior user, could and should have taken steps to prevent

different mark that was subsequently cancelled shortly after the
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registration by Opposer of the mark LINCOLN. It had an
opportunity to oppose or petition to cancel Opposer's
registration during a period of nore than five years and
failed to avail itself of that opportunity”).

The | ast point we discuss is whether the confusion
is inevitable because, if it is, then the defense of

| aches is not applicable. Reflange Inc. v. R-Con

| nternational, 17 USPQd 1125, 1131 (TTAB 1990) ("It is

not necessary to discuss this theory because it is well
established that equitable defenses such as | aches and
estoppel will not be considered and applied where, as
here, the marks of the parties are identical and the
goods are the sanme or essentially the sane”). Here, we
cannot hold that confusion would be inevitable when
virtually identical nmarks would be used on the services
of doing yard work, shopping, cleaning, and simlar
services for others and respondent’s health care rel ated
services. The evidence does not denonstrate that
potential customers would inevitably be confused when

t hey see these marks on nursing home and health care
services and the service of providing high school
graduates to cook and clean and do yard mai ntenance for

el derly people or people with health probl ens.

party becane aware of it.
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Therefore, inasmuch as petitioner has waited al nost
five years after the issuance of respondent’s
registration and respondent has continued to spend
substantial anounts in pronoting its services under the
HCR mark, we determ ne that petitioner has del ayed too

long in filing this petition to cancel.

Deci sion: The petition to cancel Registration No.

1,793,002 is deni ed.
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